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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)E3 Responsive to cx)mmunication(s) filed on 05 March 2005 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) (3 Claim(s) 7-46 is/are pending in the application. 

4a) Of the above claim(s) 1-13 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |3 Claim(s) 1±46 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) (3 Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) D Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date 10/04 . 6) □ Other: . 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicants election with traverse of the invention of Group II, claims 14-46 in the reply 
filed on 3/23/05 is acknowledged. The traversal is on the ground(s) that the inventions are 
related and it would not present a burden for the examiner to examine both Groups of invention. 
This is not found persuasive because the claimed invention of Groupl makes no reference to the 
components of the invention of Group II. This is evidence that the inventions are unrelated. 
Since the inventions are unrelated they have non-coextensive searches and therefor the 
examination of both inventions would pose a burden on the PTO. 

2. Claims 1-13 are withdrawn from further consideration pursuant to 37 CFR 1 . 142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Applicant timely traversed the restriction (election) requirement in the reply filed on 3/23/05. 

The requirement is still deemed proper and is therefore made FINAL. 

Claim Rejections - 35 USC §102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 14-46 are rejected under 35 U.S.C. 102(e) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over LeStarge, US Patent No. 6872761. 

LeStarge discloses acoustic damping coatings having improved surface 
appearance and/or noise-suppression properties which are derived from aqueous 
compositions containing at least one polymer in dispersed form, at least one particulate 
inorganic filler, and expandable microspheres. The expandable microspheres increase in 
volume when the substrate coated with a layer of the aqueous composition is heated to 
dry the aqueous composition, thereby providing a final coating surface that is smoother 
than a coating surface obtained in the absence of the expandable microspheres. The sound 
transmission properties of the dried coating are also enhanced by the presence of the 
expandable microspheres. These microspheres are considered to be beads. Therefore, 
an extruded composition would be "in beads" or in the form of beads". 

The polymers used in the present invention typically have glass transition 
temperatures in the range of from about 0 degrees C. to about 90 degrees C. Preferred 
polymers include dispersions of a homopolymer or copolymer of a diolefin such as 1,3- 
butadiene, cyclobutadiene, and/or isoprene. The comonomer may preferably be selected 
from vinyl aromatic compounds such as, for example, styrene or alpha-methyl styrene, 
acrylonitrile, or other ethylenically unsaturated monomers. Aery late polymers and 
copolymers, acrylic resins, such as, for example, copolymers of lower alkyl 
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(meth)acrylates such as n-butyl acrylate with comonomers such as styrene and/or 
acrylonitrile are also preferred for use. Mixtures of the these polymers may be used to 
obtain the desired combination of properties in the final cured coating. The two polymers 
may both be acrylic resins having different monomer compositions, selected to provide 
the desired Tg characteristics. 

Inorganic fillers in particulate form are incorporated into the aqueous 
compositions of the present invention for the purpose of providing bulk to the dried 
coating, adjusting the hardness of the dried coating, improving the sound or vibration 
damping properties of the dried coating, controlling blistering of the dried coating, and/or 
modifying the flammability of the dried coating. The inorganic filler(s) may be in any 
suitable form such as powder, fibrous, needle-like, scale-like, spherical, plate-like, and 
other shape known in the art and should be insoluble in water. Examples of inorganic 
fillers suitable for use in the invention include calcium carbonate, silica, alumina, kaolin, 
clay, talc, mica, diatomaceous earth, glass powder or fibers, aluminum hydroxide, perlite, 
barium sulfate, magnesium carbonate, calcium dihydrate, rock wool, asbestos, 
wollastonite, zeolite, glass or ceramic microspheres and graphite 

Additionally, one or more thickeners (sometimes referred to in the art as rheology 
modifiers) may be employed to modify the viscosity or theological characteristics of the 
aqueous coating composition so as to inhibit it from dripping from a substrate surface that 
is not horizontal and to permit the formation of a wet coating of the desired thickness. 
Any of the standard rheology modifiers known for this purpose in the aqueous coating art 
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may be utilized, including, for example, carboxy methyl cellulose (including salts 
thereof) and other polysaccharide derivatives and organically modified clays. 

Additional optional components of the aqueous composition of the patented 
invention include, but are not limited to, dispersing agents (inorganic as well as organic), 
viscosity improvers/modifiers, preservatives, anti-oxidants, plasticizers, pH control 
agents (e.g., acids, bases, buffering agents), corrosion inhibitors, fungicides, ultraviolet 
absorbers, antistatic agents, and the like. 

Example 4 of the patented disclosure utilizes ACRONAL S504, n -butvl 
aery late/ acrylonitrile/styrene copolymer, natural graphite and wet ground mica, 

Claim 18 of the patent calls for a method of forming an acoustic or vibration 
damping coating on a metal substrate surface, said method comprising (a) forming a layer 
of the composition of claim 15 on said metal substrate surface and (b) heating said layer 
for a time and at a temperature effective to dry said layer and to cause said expandable 
microspheres to increase in volume, said layer being sufficient to provide a thickness 
when dry and expanded of from about 1000 to about 5000 microns. Patentee also teaches 
that drying of the coating can be performed by any suitable method such as oven drying 
or induction heating, provided the wet coating is exposed to a temperature effective to 
activate expansion of the expandable microspheres. This minimum drying temperature is 
said to vary depending upon the characteristics of the particular expandable microspheres 
selected for use. However, the drying temperature may be determined by reference to the 
Tstart values of the expandable microspheres. Patentee indicates that typically, the drying 
temperature will be in the range of from about 70 degrees C. to about 200 degrees C. 
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Patentee is silent as to the density of the compositions of the patented invention, 
however since patentee is utilizing the same components it is probable that a density of 
1 . 1 to 1 .6 g/cc is inherent to the composition. The derivation of an appropriate density 
for the compositions is obvious to the ordinary practitioner in this art by modifying the 
weight ratios of the components. Utilization of these compositions in any conventional 
apparatus, such as automobiles, cell phones, and noisy kitchen fixtures and appliances, 
that require sound damping would be obvious to the art-skilled. 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kriellion A. Sanders whose telephone number is 571-272-1 122. 
The examiner can normally be reached on Monday through Thursday 6:30-7:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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